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Claim Status 

Claims 1-43 are pending. Claims 1-43 are rejected as detailed below. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
. subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 1 includes the following instances of the following parameters: 

attributes (13) 

items (13) 

possibilities (3) 

values (8) 

natural items (2) 

The claim is indefinite because it is unclear how many instances of the above parameters 
Applicant is claiming. Furthermore, it is unclear whether "possibilities" relate to attributes 
and/or values. For purposes of this first action on the merits, examiner will assume that the 
thirteen instances of attribute refer to one attribute, the thirteen instances of item refer to one 
item, the three instances of possibility refer to one possibility, the eight instances of value refer to 
one value and the two instances of natural item refer to one natural item. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: . 

V 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 1 is directed to non-statutory subject matter. 

The claimed apparatus must have a practical application in the real world. The claimed 
apparatus must be useful, concrete and tangible to ensure that it has a real world practical 
application. 

Claim 1 recites "whereby the elimination means, in the step-by-step elimination search, 
assures against a null result of the search." This claimed final result step is not useful, concrete 
or tangible. It is not useful to obtain a non-null result that comprises a plurality of search results 
which have no claimed relevance to the search criteria. Furthermore, the claimed steps are not 
repeatable (i.e., concrete) such that a first user, or a second user can obtain consistent search 
results because Applicant claims thirteen attributes, thirteen items, three possibilities and eight 
values. The final result is not tangible (having real world value) because it is unclear what the 
search result includes, i.e., one or more of attributes, items, possibilities or values such that a user 
is able to identify a natural item in the field as claimed in the preamble. 

Furthermore, Claim 1 recites "whereby the elimination means, in the step-by-step 
elimination search, assures against a null result of the search." This final result is not useful 
because it is possible that the natural item the bird watcher is currently observing in the field is 
not included in the database and because the user must (emphasis added) obtain a result per the 
claim 1, the result inherently is erroneous. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-21 are rejected under 35 U.S.C. 102(b) as being anticipated by Pub No US 
2002/0152225 issued to Kevan et al (hereafter Kevan). 
Claim 1: 

Kevan discloses: 

a housing for the portable computer device, the housing containing a programmed 
microprocessor, data storage, a display screen and a user input [cradle 14, Fig 1] 

means in the microprocessor and data storage for displaying to the user a series of 
selectable attributes which vary among items in the collection of natural items, each attribute 
having one or more data types in which a plurality of values for such attributes are stored in the 
data storage [Fig 1] 

the values for the various attributes being in a plurality of the following data types 
stored in the database for presentation to the user in a search conducted by the user: 

(a) descriptive text [paragraph 50] 

(b) number values [paragraph 65, number of regions where bird may be found] 

(c) color images of items in the collection of items [color or grey-scale images, 
paragraph 50], 

(d) sounds produced by items, in the case of a group of animals as the collection 
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of items [audio files of songs or calls, paragraph 50], 

(e) moving pictures of items, in the case of animals as the items of the collection 
[video file, paragraph 50], 

(f) color samples for matching to a feature of an observed item of a collection of 
items [color or grey-scale images, paragraph 50] 

(g) silhouettes representative of groups of items within a collection of items 
[photograph of the bird, paragraph 91], and 

search means associated with the microprocessor for enabling and prompting the user, 
on the display screen, to perform a step-by-step elimination search to identify an item observed 
in the field by selecting an attribute, reviewing various values presented by the portable 
computer device as possible values under the subject attribute for the item observed in the field, 
then selecting a value for the attribute, then selecting another attribute, reviewing values 
presented as possibilities for that attribute and selecting a value, and continuing the stepwise 
elimination search to further reduce the number of possibilities in the items of the collection, the 
search means progressively eliminating non-matches from a list of possibilities [paragraph 72], 
and including elimination means associated with the microprocessor for eliminating 
further attributes which become irrelevant or redundant after selection by a user of a particular 
value for an attribute, and further including means associated with the microprocessor for 
eliminating certain values under particular attributes which values become irrelevant or 
redundant as choices due to prior selection of particular values under one or more previously 
selected attributes [abstract, paragraphs 24, 72, 73], 
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whereby the elimination means, in the step-by-step elimination search, assures against a 
null result of the search [Fig 4A, steps 56 and 58, browse list of birds is presented, paragraph 61] 
Claim 2: 

The field-usable guide of claim 1, wherein the portable computer device is internet 
enabled, and at least some of the values for at least some of the attributes including web links to 
further information or images, as a datatype in which such values are stored [paragraph 51]. 
Claim 3: 

The field-useabie guide of claim 1, wherein the portable computer device is a PDA 
[paragraph 14]. 
Claim 4: 

The field-useable guide of claim 1, wherein the portable computer device is a laptop 
computer [paragraph 14]. 
Claim 5: 

The field-useable guide of claim 1, wherein the portable computer device is a mobile 
phone with display [paragraph 14]. 
Claim 6: 

The field-useable guide of claim 1, wherein the collection of natural items comprises a 
class of living things, and wherein the attributes include geographic location where observed 
[paragraph 65]. 
Claim 7: 
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The field-useable guideof claim 6, wherein the class of living things comprises birds, 
and wherein the attributes include silhouette, wingspan, color of a designated part of the bird, 
and eye color [paragraphs 50, 66, 70]. 
Claim 8: 

The field-useable guide of claim 6, wherein the class of living things comprises birds, 
and wherein the attributes include wingspan, body size and color of a designated part of the bird 
[paragraphs 50, 66, 70]. 
Claim 9: 

The field-useable guide of claim 8, wherein the attributes include voice, with the data 
types including sounds produced by the items [paragraph 67]. 
Claim 10: 

The field-useable guide of claim 8, wherein the attributes include tail shape [paragraphs 
50, 66, 70]. 
Claim 11: 

The field-useable guide of claim 8, wherein the attributes include wing type, as 
represented by images for values [paragraphs 50, 66, 70]. 
Claim 12: 

The field-useable guide of claim 8, wherein the attributes include eye color [paragraphs 
50, 66, 70]. 
Claim 13: 

The field-useable guide of claim 8, wherein the attributes include patterns on various 
birds [paragraphs 50, 66, 70]. 
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Claim 14: 

The field-useable guide of claim 1, wherein the search means includes means for 
enabling the user to select an order in which attributes are selected [paragraph 72]. 
Claim 15: 

The field-useable guide of claim 1, wherein the means for displaying displays selectable 
attributes in a predetermined order, but wherein the search means includes means for enabling 
the user to select a desired order in which attributes are selected [paragraph 72]. 
Claim 16: 

The field-useable guide of claim 1, wherein the means for displaying includes means for 
displaying visual icons representing groups of items among the collection of items [paragraph 
59]. 

Claim 17: 

The field-useable guide of claim 16, wherein the visual icons comprise silhouettes 
[paragraph 59]. 
Claim 18: 

The field-useable guide of claim 1, wherein the search means and the means for 
displaying include a selectable show all feature with means for displaying to the user all items of 
the collection not eliminated, at a desired point in the user's search [paragraphs 61, 72, 73, 78]. 
Claim 19: 

The field-useable guide of claim 1, wherein the search means and means for displaying 
include means for indicating the number of items remaining in the list of possibilities of the 
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collection, after the user's selection of one or more attributes and values under those attributes 
[paragraphs 61, 72, 73,78]. 
Claim 20: 

The field-useable guide of claim 1, wherein the user input comprises a touch screen for 
making selections [paragraph 79]. 
Claim 21: 

The field-useable guide of claim 1, further including advanced search means associated 
with the microprocessor for enabling the user to perform a search wherein multiple attributes are 
selected in a single step, and a value selected under each attribute within such single step 
[paragraphs 61-67] 

Regarding claims 22-43, examiner maintains such claims can be rejected under the prior 
art made of record in this Office action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Etienne P. LeRoux whose telephone number is (571) 272-4022. 
The examiner can normally be reached Monday through Friday, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Gaffin can be reached on (571) 272-4146. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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